09/27/2006 20:18 FAX 7132360822 



AKIN GUMP HOU 



0007/012 



Serial No. 10/678,579 

Reply to Office Action of June 27, 2006 



REMARKS 

Responsive to the Office Action mailed June 27, 2006, Applicants have studied the 
Examiner's comments and the cited art Prior to this Amendment, claims 1 8-25 were pending; 
after entry of this Amendment, claims 18-25 and new claims 30-31 are pending. In view of the 
following remarks, Applicants respectfully submit that the application is in condition for 
allowance. 

Examiner Interview Summary 

Applicants' attorney and the Examiner held a telephonic interview on September 20, 
2006. The status of the claims was discussed, including the lack of consideration of dependent 
claims 19-21 and 24-25 and the incomplete consideration to claim 22, the limitations of which 
have never been properly considered in any Office Action. No agreement was reached on the 
claims. 

Amendments 

Applicants have amended claims 1 8 and 20, and added new claims 30-31. New claim 30 
generally incorporates the elements of independent claim 18 and dependent claim 21; new claim 
3 1 generally incorporates the elements of independent claim 1 8 and dependent claim 22. No fee 
is due for the additional independent claims. 

Claim Refections Under 35 USX. $ 103 

Claims 1 8-25 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Tate, Jr., 
et al, U.S. Patent No. 6,653,817 B2. Applicants respectfully traverse the rejections. 

As recogni2ed by the Office Action, Tate fails to disclose "a separate generator for allow 
[sic] the engine to generate power as the motors drive the wheels of the vehicle." 1 The Office 
Action attempts to combine Tate with the vehicle of Plishner, on the grounds that one of skill in 
the art would be motivated to make the combination "to allow generation while the vehicle is 
driven by the motors." Applicants respectfully submit that the alleged motivation cited by the 
Office Action is improper hindsight, using Applicants' invention as a blueprint for the 
combination. There is no motivation in Tate to add the additional weight of the separate 
generator of Plishner, which would reduce the fuel economy of the hybrid vehicle, in addition to 
increasing the cost of the vehicle. 

Furthermore, the Office Action recognizes that neither Tate nor Plishner "disclose the 
vehicle as being a heavy-duty materials handling vehicle/' but the Office Action asserts without 
support in either reference or elsewhere in the art that it would be obvious 4t to have applied the 
drive system of Tate, Jr. et al. as modified by Plishner to a materials handling vehicle ... in order 
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to decrease the amount of gas used, as is well known in the art of hybrid vehicles." 2 Applicants 
respectfully request the Examiner provide support for this unsupported assertion. Applicants 
respectfully submit that conversion of a drive train for a consumer hybrid automobile, as recited 
by Tate and Plishner, for use in the environmental and operational conditions common in the 
industrial environment, typically include significant engineering issues. One of ordinary skill in 
the art in the field of industrial heavy-use materials handling vehicles would not look to the drive 
trains of consumer hybrid vehicles when designing or manufacturing such a heavy-use materials 
handling vehicle. "It would not be appropriate for the examiner to take official notice of facts 
without citing a prior ait reference where the facts asserted to be well known are not capable of 
instant and unquestionable demonstration as being well known." 

Furthermore, without support in the prior art, Applicants deny that it would be a 
sufficient motivation to apply the drive system of Tate and Plishner (even if combined) merely 
"to decrease the amount of gas used, as is well known in the art of hybrid vehicles/ One of 
skill in the art would recognize that concerns with drive power, such as would be needed in a 
large minrng front loader, might well cause make fuel efficiency of less concern than the ability 
to deal with the enormous size and power requirements commonly found in such apparatus. As 
Applicants have traversed the factual assertion as not properly officially noticed and not properly 
based upon common knownledge, the MPEP requires supporting the finding with adequate 
evidence that it would be obvious to incorporate the drive system of Tate as modified by Plishner 
in a heavy-duty materials handling vehicle. 

For at least these reasons, Applicants respectfully request withdrawal of the rejections. 

Claims 19-25 depend from allowable claim 18 and are therefore also allowable- For at 
least this reason, Applicants respectfully request withdrawal of the rejections. 

With respect to claim 20, Applicants note that the limitations of this claim has never been 
specifically addressed in any previous Office Action. Tate and Plishner alone and in 
combination, fail to teach or suggest "running the engine at a substantially constant 
predetermined RPM," as in Applicants' claimed subject matter. For this additional reason, 
Applicants respectfully request withdrawal of the rejection. 

With respect to claim 21, Applicants note that the limitations of this claim has never been 
specifically addressed in any previous Office Action. Tate does not teach or suggest "dissipating 
excess power when slowing the SR motor from a predetermined speed,'* but instead simply 
indicates that the MoGen 20 when in a regeneration state sends current to the battery pack 16. 
Tate nowhere even mentions the problem of excess power identified by Applicants' 
Specification. Tate only recites charging the battery pack 1 6 by the MoGen 20. Because 
regeneration is important to maintaining the state of charge in the battery pack 16, one of skill in 
the art would not consider dissipation as in Applicants* claimed subject matter. Plishner is 
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similarly silent on the features of claim 21. For these additional reasons, Applicants respectfully 
request withdrawal of the rejection. 

With respect to claim 22, Applicants note that the limitations of this claim has never been 
specifically addressed in any previous Office Action. The Office Action asserts that "SR motors 
conventionally have a plurality of poles." 5 Applicants respectfully submit that whether SR 
motors conventionally have a plurality of poles does not address the steps of Applicants' claim 
22, which recite "energizing less than all of the poles of the SR motor; holding the motor in a 
predetermined rotational position." Because Tate fails to teach or suggest such an operation of 
the SR motor, Tate does not teach or suggest Applicants* claimed subject matter. Similarly, 
Plishner is silent on this feature. For these additional reasons, Applicants respectfully request 
withdrawal of the rejection. 

New Claims; 

New claims 30-31 generally incorporate the limitations of independent claim 18 with 
those of dependent claims 20 and 21, respectively. For the reasons given above, Applicants 
respectfully submit that new claims 30-3 1 are also allowable. 

CONCLUSION 

Applicants respectfully submit that all issues and rejections have been adequately 
addressed, that all claims are allowable, and that the case should be advanced to issuance. 

If the Examiner has any questions or wishes to discuss the claims, Applicants encourage 
the Examiner to call the undersigned at the telephone number indicated below. 

Respectfully submitted, 



Richard A. Schafer, Reg. No. 45,078 

Date: September 27, 2006 

AKIN GUMP STRAUSS HAUER & FELD LLP 
1111 Louisiana Street, 44 th Floor 
Houston, Texas 77002-5200 
Telephone: (713) 220-5800 
Facsimile: (713) 236-0822 



5 Paper 20060625, page 3. 

052745.0001 WEST 5973653 vl 8 of 8 



PAGE 9/12* RCVD AT 9/27/2006 9:15:26 PM [Eastern Daylight Time]* SVR:lISPTO-ff XRF-2/15 * DNIS:2738300 * CSID7132360822* DURATION (mm-ss):0M6 



